            

    Does trade dress law protect your product design?

Your organization has created and is starting to sell a new product with a unique design and packaging that you consider quite different from your market competitors.  You’re concerned about design piracy and want to know if the product design and packaging are both protected under trademark law.

U.S. Supreme Court case, Wal-Mart Inc. v. Samara Brothers Inc. can offer some guidance on the court’s interpretation of Section 43(a) of the Lanham Act which provides protection in the “total image of a product and may include features such as size, shape, color or color combinations, texture, graphics or even particular sales techniques.”  Samara Brothers Inc., who designs and manufactures children’s clothing sold through retail stores, brought suit against several major retailers, including Wal-Mart, claiming that the sale of knockoffs of Samara’s outfits was an infringement of its unregistered trade dress under Section 43(a).  
The court affirmed that to obtain protection of product design or trade dress, a plaintiff must show that its unregistered trade dress has “acquired” distinctiveness or “secondary meaning.”  It held that in an action for infringement of unregistered trade dress, a product design cannot be protected on the basis of inherent distinctiveness, because it serves purposes other than source identification.  That is, product design affords protection only if it becomes distinctive through secondary meaning.   Has it achieved a recognizable and distinctive place in the relevant marketplace?   The court did recognize, however, that even though product packaging or “dressing” is included in the description of trade dress, in recent years the meaning of trade dress has been expanded to include product design.

The court distinguished the Samara case from the Two Pesos v. Taco Cabana case where Taco Cabana prevailed in a suit against Two Pesos for infringing its distinctive restaurant trade dress.  The court viewed Taco Cabana’s trade dress as protected product packaging.  Taco Cabana’s trade dress included the shape and general appearance of the restaurant exterior, its identifying sign, interior kitchen floor plan, the décor, menu, servers’ uniforms, equipment used to serve food, and other features reflecting the total image of the restaurant.  The court accepted this as inherently distinctive trade dress.

Therefore, if product packaging may be classified as inherently distinctive trade dress that can be protected from infringement, the critical question is - does the trade dress protection you’re seeking apply to the design or just to the packaging of your product?  

If the design of your product receives protection only if it becomes distinctive through secondary meaning, how can you demonstrate your product has “acquired” distinctiveness or “secondary meaning”?
There are few watershed cases for guidance, but the Supreme Court has held that a mark has “acquired” distinctiveness when, in the minds of the public, the primary significance of a mark is to identify the source of the product rather than the product itself.  
Courts will look for distinction in the configuration or color of the product design, but struggle with a defining test.  They stress that the analysis of the design-packaging distinction focuses totally on the context.  For example, the Supreme Court observed that “A classic, glass Coca-Cola bottle may constitute packaging for those consumers who drink the Coke and then discard the bottle, but may constitute the product itself for those consumers who are bottle collectors, or part of the product itself for those consumers who buy
Coke in the classic, glass bottle, rather than a can, because they think it more stylish to drink from the former.”
Some methods for establishing secondary meaning may include the following:
1. Presenting evidence of the length of time the product design has been used exclusively by the business;

2. Collection of consumer surveys or testimonials regarding buyer association with the product design;

3. Significant sales volume;

4. Advertising expenditures; and

5. Evidence that competitors have willfully copied the product design with intent to confuse or deceive consumers.

It’s difficult to establish “secondary meaning”, but if successful, trade dress classification can provide your company with powerful protection for your unique product designs.

©2009 The Fjordbak Law Firm

This newsletter article is provided as a service to our clients and friends.  While the information provided in this publication is believed to be accurate, it is general in nature and should not be construed as legal advice.  Please consult with a competent professional before relying on any written commentary.  The material herein is not written to solicit any engagements where to do so might offend or violate the professional standards of any other state, country or bar.
